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REMARKS 

Applicants have amended the independent claims (1, 56, and 64). Claims 1-7, 9, 12-25, 
56-59, 63-65, 67, 69, 70, and 85-92 are presented for examination. 

All the claims recite an elongated medical device comprising, among other things, an 
elongated body, and a composition co-extruded with the elongated body and comprising a 
hydrophilic polymer. The composition may further include paramagnetic ions or paramagnetic 
particles. 

Under 35 U.S.C. § 102(e), claims 1-7, 9, 14-16, 18-25, 56, 57, 59, 63-65, 67, 69, and 85- 
92 are rejected as anticipated by U.S. 2004/0058082 (Schachter), and claims 1, 3-7, 9, 14-16, 19- 
25, 56, 59, 63-65, 67, 69, 85-92 are rejected as anticipated by WO 99/60920 (Frayne). 

Neither Schachter nor Frayne discloses or suggests a medical device having an elongated 
body, and a composition co-extruded with the body and having a hydrophilic polymer, as 
claimed. Schachter, for example, describes applying a hydrophilic coating using dip coating, 
spray coating, knife coating, and roller coating ( see, e.g., paragraph [0021]), but Schachter does 
not disclose or suggest co-extruding the hydrophilic coating with an elongated body. When 
Schachter does mention co-extrusion, Schachter co-extrudes a polymeric substrate with a 
magnetically susceptible agent, but the hydrophilic coating is subsequently applied using a 
coating technique listed above, not by co-extrusion (see, e.g., paragraphs [0031], [0042] and 
[0043]). Frayne is even further removed and does not mention co-extrusion at all. Instead, 
Frayne is directed to magnetic resonance signal-emitting coatings that are synthesized by plasma 
treating a surface, binding a chelating agent to the surface, and coordinating a paramagnetic ion 
with the chelating agent ( see, e.g., page 11, lines 15-24.) Accordingly, Applicants request that 
the § 102 rejections be withdrawn. 

With respect to claims 21-23, the Examiner has stated that these claims are considered to 
be product-by-process claims and that the manner in which the product is made fails to affect the 
patentability of the product. Presumably, the Examiner has made this statement because the 
claims recite "co-extruded", which is now included in the amended independent claims. Without 
conceding that it would be appropriate for the term "co-extruded" to impart a process limitation 
to the claims, the M.P.E.P. clearly states that: 
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[t]he structure implied by process steps should be considered when assessing the 
patentability of product-by-process claims over the prior art, especially . . . where 
the manufacturing process steps would be expected to impart distinctive structural 
characteristics to the final product. (M.P.E.P. § 21 13, 8th ed., rev. 2, May 2004.) 

Here, the term "co-extruded" clearly imparts a distinctive structural characteristic to the medical 
devices covered by the pending claims. It is therefore clear that neither Schachter nor Frayne 
discloses or suggests the medical devices covered by the pending claims. 

Under 35 U.S.C. § 103(a), dependent claims 2, 18, 22, 23, and 57 are rejected as being 
unpatentable over Frayne in view of U.S. Patent No. 5,817,017 (Young); dependent claims 12, 
13, and 70 are rejected as being unpatentable over Schachter in view of Frayne, or over Frayne; 
dependent claim 17 is rejected over Schachter or Frayne in view of Hashimoto, or Rhoades, or 
Pricone; dependent claims 22 and 23 are rejected over Schachter in view of Young; and 
dependent claim 58 is rejected over Schachter or Frayne in view of Weber. These additional 
references do not cure the deficiencies of Schachter and Frayne, as discussed above. 

The additional references were cited for disclosing additional features recited in the 
dependent claims, but none of the references discloses or suggests a composition co-extruded 
with the body and having a hydrophilic polymer, as claimed. For example, as discussed in 
Applicants' previous response, Young is directed to using hydrophobic polymers. It is not clear 
how one could properly combine Young with Schachter or Frayne. Indeed, there is no 
motivation to combine the references. Frayne is specifically directed to particular methods of 
making magnetic resonance signal-emitting coatings that include plasma treatment, chelating 
agents, and coordination with the chelating agents, so one skilled in the art reading Frayne would 
have been motivated to use the methods touted by Frayne rather than use another method. 
Similarly, Schachter provides numerous methods of applying the lubricious coating for one 
skilled in the art to choose from. But Schachter does not indicate any deficiencies with these 
methods, nor does Schachter recognize any benefit with co-extruding the claimed composition. 
Thus, there is no motivation to modify Schachter or Frayne. Applicants request that the § 103 
rejections be withdrawn. 
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For at least the reasons discussed above, Applicants believe the claims are in condition 
for allowance, which action is requested. 

Enclosed is a Petition for Extension of Time with the fee. Please apply any other charges 
or credits to deposit account 06-1050. 
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